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DETAILED ACTION 

This Office Action is in response to Applicant's amendment filed 7 July 2008. 

Election/Restrictions 

Newly amended claim 36 and 38 and 55 are directed to an invention that is 
independent or distinct from the invention originally claimed for the following reasons: it 
is specifically claimed for use within the heart and it also contains multiple arms 
extending from a base. The device claimed in Claim 21 could be used to perform a 
materially different method, such as compressing an eyeball in order to treat eye 
refractive errors. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 36, 38 and 55 are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1.142(b) and 
MPEP § 821 .03. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 32, 33 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claims 32 and 33 recite the limitation "the deployment section". There is 
insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim 21, 25-30, 35, 47-48, 50-52, 54, and 57 are rejected under 35 
U.S.C. 102(e) as being anticipated by Shahinpoor et al. (US Patent 6,511,508). 

Claim 21 , 27, 28, 29, 30, 35, 47, 51 , 52, 54, 57: Shahinpoor discloses a device 
that contains a layer of biocomptable material (4) and a layer of shape memory alloy 
(SMA) (20) covered on both the top and bottom sides by the biocompatible material 
(see Figure 1f). When in the heated configuration, the ends of the SMA layer move 
towards each other (Figure 4a shows the cooled configuration, Figure 4b shows the 
heated configuration). Shahinpoor also discloses a method for deploying this device 
(column 6, line 61 to column 7, line 11). 

Claim 25, 26: Shahinpoor teaches protrusions (22) extending from the SMA and 
attaching a power source to the protrusions (column 6, lines 39-47). 

Claim 48: The eyeball contains blood vessels. 
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Claim 50: The device contains attachment means (24). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 22, 23, 31-33, 34 and 45 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Shahinpoor'508. 

Claim 22, 23: Shahinpoor does not specifically teach the use of nitinol, however it 
is old and well known in the art that nitinol is a common SMA used in surgical devices. 

Claims 31-33, 39-44, 46, 56: Shahinpoor does not specifically teach a 
deployment device, however, Shahinpoor discloses a procedure to deploying the device 
(column 6, line 61 to column 7, line 11). It would be obvious to one of ordinary skill in 
the art, to have a surgeon use deployment tools, including those with suction to 
maintain the eye's position. 
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Claim 34 and 45: It is old and well known to combine surgical tools with 
therapeutic drugs in order to aid in treating the body. Shahinpoor even acknowledges 
this when referring to the prior art in column 2, line 60 to column 3, line 8. It would have 
been obvious to one of ordinary skill in the art to modify the Shahinpoor device with 
therapeutic drugs in order to aid in treating the body. 

Claim 47, 52 and 53 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Peng et al. (US Patent 6,730,020) in further view of 
Shahinpoor'508. 

Peng'020 teaches the device substantially as claimed (see Figure 3), except the 
SMA is not in a single sheet. 

Shahinpoor'508 teaches that it is old and well known to use a single sheet of 
SMA. It would have been obvious to one of ordinary skill in the art to modify the device 
of Peng'020 with a single sheet as taught by Shahinpoor'508 in order apply a known 
technique to a known device ready for improvement to yield predictable results. 

Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LINDSEY BACHMAN whose telephone number is 
(571 )272-6208. The examiner can normally be reached on Monday to Thursday 7:30 
am to 5 pm, and alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on 571-272-4696. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/L B./ 

Examiner, Art Unit 3734 

/(Jackie) Tan-Uyen T. Ho/ 

Supervisory Patent Examiner, Art Unit 3773 



